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DECI S| ON ON APPEAL

Van L. Phillips originally took this appeal fromthe
final rejection of clains 17 through 32. |Inasnmuch as the
appel  ant has since canceled clains 17 through 27, the appeal
now i nvol ves clains 28 through 32, the only clains presently
pending in the application.

The invention relates to “a construction which permts

the attachnent of a prosthetic device having a relatively flat
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surface to the exterior of a prosthetic pylon which has a
generally curvilinear exterior” (specification, page 1).
Claim28 is representative and reads as foll ows:

28. A prosthesis for attachnment to the | ower end of

a
round plyon, said prosthesis conprising:

a coupling nenber having on one side a curved concave
mati ng surface conform ng substantially to a curved convex
outer mating surface of said pylon and on an opposite side a
substantially flat mating surface;

a foot menber having an upper attachnent section having
on one side a substantially flat mating surface substantially
conformng to said flat mating surface of said coupling
menber; and

said mating surfaces being oriented substantially
parallel to the |ongitudinal axis of said pylon when said
correspondi ng conform ng mating surfaces are mated together
such that an axial |oad placed on said pylon produces a
correspondi ng shear force on said mating surfaces in a
direction substantially parallel to the longitudinal axis of
sai d pyl on.

Clains 28 and 30 through 32 stand rejected under 35
US. C 8 102(b) as being unpatentable over U S. Patent No.
2,897,512 to Sackett, and claim 29 stands rejected under 35
U S.C. 8 103(a) as being unpatentabl e over Sackett.

Ref erence is nade to the appellant’s main and reply
briefs (Paper Nos. 22 and 28) and to the exam ner’s final
rejection and answer (Paper Nos. 7 and 24) for the respective

positions of the
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appel l ant and the exam ner regarding the nerits of these

rejections.?

Sackett discloses an artificial |eg having an ankl e/ f oot
portion 43, a shin portion 42, a knee portion 41 and an upper
bucket portion 40 housing a cast fitting 44 for receiving the
stunp of an anputee. O particular interest is the knee
portion which includes a circular socket 50 and an al i gnnment
table 51 having a sem -circul ar apertured extension 54 (see
Figures 4 and 5). The socket 50 and table 51 are connected
together via intersecting slots 52, 52' and a bolt and nut
assenbly 53. The socket 50 is secured to the cast fitting 44
and the table extension 54 is secured by a cross bolt 54' to a
sem -circular recess 56 in a knee joint conmponent 55.

The 35 U.S.C. § 102(b) rejection of independent claim 28
rests on examner’s determnation that Sackett “illustrates a

coupling nmenber (Figures 4 and 5) having a concave cylindri cal

Y I'n the final rejection, clainms 28 through 32 also were rejected on the grounds
of obvi ousness-type double patenting. Since this rejection was not restated in the
answer, it is assunmed to have been withdrawn (see Ex parte Enm 118 USPQ 180, 181 (Bd.
App. 1957)) in light of the term nal disclaimer which is of record.

3



Appeal No. 1999- 0242
Appl i cation 08/ 643, 829

surface on the top side (defined by the socket nenber 50) and

a flat mating surface on the bottomside (forned on the

extension 54) and a foot nenber having a flat mating surface
56" (final rejection, pages 3 and 4). The exam ner also finds

t hat

[ s] hear forces produced by axial |oads placed
on the | eg prosthesis of Sackett occur in at |east
two ways. Firstly, an axial |oad associated with
t he wei ght of the anputee generally inparts torque
about the cross bolt 54' such that torsion (and thus
shear) exists on the mating flat surfaces of
el enents 54 and 55 in the Sackett device. Secondly,
during the swi ng phase of a gait cycle, the weight
of the foot nenber conbined with the upward pul
exerted on the cast fitting 44 effects
longitudinally directed forces which, at the | eve
of the flat mating surfaces, take on the form of
shear stresses. . . . The curved mating surface
within the socket nenber 50 of Sackett is clearly
capable of mating with a conplenental round pylon so
as to achieve shear forces on the resultant coupled
surfaces; this is acconplished, for exanple, by
securing the two parts with laterally oriented bolts
or by bonding the curved surfaces together with an
adhesive. Thus the functional |anguage set forth in
Appel lant’s claim 28, lines 9-13, is plainly met by
the structure of the Sackett components [answer,
page 4].

Anticipation is established only when a single prior art
reference discloses, expressly or under principles of
i nherency, each and every el enent of a clained invention. RCA

Corp. v. Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444,
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221 USPQ 385, 388 (Fed. Cr. 1984). Under principles of

i nherency, when a reference is silent about an asserted

i nherent characteristic, it

nmust be clear that the m ssing descriptive matter is
necessarily present in the thing described in the reference,
and that it would be so recogni zed by persons of ordinary

skill. Continental Can Co. v. Minsanto Co., 948 F.2d 1264,

1268, 20 USPRd 1746, 1749 (Fed. Cir. 1991). As the court

stated in In re Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326

(CCPA 1981) (quoting Hansgirg v. Kemrer, 102 F.2d 212, 214, 40
USPQ 665, 667 (CCPA 1939)):

| nher ency, however, may not be established by
probabilities or possibilities. The mere fact that
a certain thing may result froma given set of
circunstances is not sufficient. [Citations
omtted.] If, however, the disclosure is sufficient
to show that the natural result flowng fromthe
operation as taught would result in the perfornmance
of the questioned function, it seens to be well
settled that the disclosure should be regarded as
sufficient.

As indicated above, the exam ner considers the opposing
flat surfaces on Sackett’s extension 54 and recess 56 to neet
the limtations in claim28 pertaining to the coupling nenber
flat mating surface and the foot nenber flat mating surface,

respectively. Sackett, however, is silent as to whether these
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flat surfaces are subject to a shear force of the sort defined
in claim28. The exam ner’s conclusion that they are
(presumably under principles of inherency) is necessarily
predi cated on a nunber of assunptions as to the structural

rel ati onshi ps between Sackett’s extension 54, recess 56, cross
bolt 54" and cross bolt

apertures. The problemhere is that Sackett does not provide
any meani ngful disclosure which supports these assunptions.
The relevant disclosure in the reference i s anbi guous at best
and

merely holds out the possibility that the opposing flat
surfaces on extension 54 and recess 56 are subject to a shear
force as required in claim28. This nere possibility is not
sufficient to neet the claimlimtations in question.

Thus, the exami ner’s determ nation that Sackett discloses
each and every elenent of the invention set forth in claim28
is unsound. Accordingly, we shall not sustain the standing
35 U.S.C. 8 102(b) rejection of claim28, or of clainms 30
t hrough 32 which depend therefrom as being anticipated by

Sackett .



Appeal No. 1999- 0242
Appl i cation 08/ 643, 829

In addition to not disclosing a prosthesis neeting the
flat mating surface limtations in claim28, Sackett would not
have suggested sane to one of ordinary skill in the art.
Therefore, we shall not sustain the standing 35 U.S.C. 8§

103(a) rejection of

claim 29, which depends fromclaim 28, as being unpatentable

over Sackett.

The decision of the exam ner i s reversed.

REVERSED
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